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1. Overview: Food and Beverage Industry in South-East Asia

South-East Asia is home to more than 600 million people. It is the third largest 
market in the world, with ten countries integrated in a common market under 
the ASEAN Economic Community (AEC). South-East Asia also has high economic 
growth between 3-10 percent per annum. The growth of these emerging 
economies is driven primarily by consumption, due to the large population and a 
growing middle-class.   

With higher disposable incomes, today’s consumers in South-East Asia are seeking 
healthier food and beverage choices. They tend to look for higher quality products, 
including those imported from overseas. This has opened up a range of attractive 
opportunities for European SMEs to tap into the consumption market of such a 
large region.

While this is a golden opportunity for European players in the Food and Beverage 
(F&B) industry, diversity and regulatory affairs are key challenges in various local 
markets. South-East Asia has a wide mix of cultures, religions, customs, culinary 
preferences, and demographics that greatly impacts the F&B sector. For example, 
Indonesia and Malaysia have large Muslim populations, which could provide 
many business opportunities for halal-certified F&B products manufactured in 
Europe. Conversely, there are limited opportunities for imported wines and spirits 
in Indonesia and Malaysia due to the religious limitations on alcohol consumption. 
Generally, for European SMEs seeking to grow and expand their global reach, the 
South-East Asian market provides the perfect opportunity.

In addition, EU SMEs should be aware that imported food and beverage products 
would need to obtain approval from the relevant state authority to enter the 
South-East Asian countries, and in the majority of countries, product registrations 
will be also required. EU SMEs need to check the regulatory requirements for 
market approval of F&B products in the country(ies) of their interest since these 
requirements may vary. 
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In terms of managing risk, most South-East Asian countries 
are advantaged by having a full set of laws that deal with IP 
protection in line with the WTO/TRIPS Agreement, such as patent, 
copyright, trade mark, and trade secret laws. Most South-East 
Asian countries are also members of several key international 
agreements dealing with the protection of IP rights, and they have 
been active in amending existing legislation to bring it in line with 
international standards.
 
An emerging protection system, combined with market conditions 
in South-East Asia makes it worthwhile to bring business 
operations to the region. 

2. Frequent IP issues in the Food and Beverage 
Industry in South-East Asia
 
-Diversity of laws and regulations 

The intellectual property (IP) landscapes of each South-East 
Asian country are very diverse. For instance, Singapore has a very 
advanced IP regime, whereas Myanmar still needs to draft and 
pass IP laws. While ‘Declaration of Actual Use’ is not a required 
document in most ASEAN countries, the Philippines requires 
this document as part of the formality requirement, to be filed 
within three years from the date of application. And in Cambodia, 
a similar document is required after the fifth anniversary of 
registration, in compliance with the country’s Trade Mark Law. It 
is therefore very important for EU SMEs in the F&B sector to seek 
local advice in relation to their market(s) of interest before doing 
business in South-East Asia.

There has, however, been an effort to harmonize the laws of 
South-East Asian countries through the ASEAN Working Group on 
Intellectual Property Cooperation (AWGIPC).

For more information about Intellectual Property and the ASEAN 
Economic Community (AEC), please refer to the Helpdesk’s Guide 
at: http://www.southeastasia-iprhelpdesk.eu/sites/default/files/
publications/AEC-English.pdf

-Issues concerning Patents

A product or process relating to food and beverage is generally 
patentable under the IP laws of South-East Asian countries so long 
as they satisfy the relevant registration criteria.  

Different forms of patent protection, including patents or standard 
patents, and petty patents or utility models, are available 
throughout the region with the exception of Myanmar, which 
has not yet enacted patent legislation, along with Brunei and 
Singapore, which do not recognize the registration of petty patents 
or utility models but only allow invention patent registrations.

Owners of food and beverage-related inventions, such as 
processes and machineries, may apply for a patent for such 
an invention if it is new, involves an inventive step, and is 
capable of industrial application. If the invention does not meet 
the requirement of involving an inventive step, then filing an 
application for a petty patent or a utility model could be still an 
option, provided that the invention meets the novelty and utility 

criteria (in Cambodia, Indonesia,  Laos, Malaysia, Philippines, 
Thailand, Vietnam). 

As for Myanmar, since there is currentl y no patent law, owners 
of food and beverage-related inventions may still protect them 
by filing a ‘Declaration of Ownership’ with the Myanmar Registry 
Office of Deeds and Assurances to put the invention on record. 
The registration will be published in select local newspapers to 
serve as a ‘Cautionary Notice’ to the public of the existence of the 
invention. This is the only avenue available to prevent possible 
passing-off actions and infringement on the patent owner’s rights. 
However, due to the lack of an actual patent law and patent 
protection, legal protection for innovation in Myanmar is deemed 
to be relatively weak compared to neighbouring countries.    

Since patent law provides a term of protection of twenty years, 
the patented invention will enter into the public domain, and once 
the patent expires, anyone can freely practice the invention. For 
example, food and beverage recipes or the production process, 
which are protected by patent registration, will be open to public 
inspection and will be available for public use upon expiration of 
the registration. 

In the interim, the fact that competitors can study the disclosure 
to improve upon the invention may pose a challenge to EU SMEs 
and possibly take away their market share. As such, if an SME 
foresees that the F&B invention is capable of maintaining a 
relatively high market share for longer than the typical patent 
term, it may consider maintaining its competitive edge by keeping 
the invention as a trade secret instead. However, it must be 
confident that its competitors cannot easily ‘reverse engineer’ 
or independently develop the same invention. An important 
requirement for protection under the trade secret is to keep the 
invention under lock and key, and maintain secrecy at all cost. 
Laws for the protection of trade secrets are available in most 
South-East Asian countries.

For more information about Patent protection and enforcement 
in South-East Asia, please refer to the Helpdesk’s Guide at: http://
www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/
EN_patent.pdf
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-Issues concerning Designs

The South-East Asian region is characterized by increasing 
population, buying power, and evolving tastes. Brand owners 
in the F&B industry are busy conducting product research and 
development, marketing and pricing, and distributing their goods 
so as to always be one step ahead of their competitors. 

As a result, obtaining sufficient IPR protection for products, 
processes, and packaging may be difficult at best, or even 
overlooked. Nowadays, consumers show distinct preferences 
for products that not only function well, but are also trendy and 
stylish. Therefore, design has become all the more important for 
a variety of products, including those in the food and beverage 
industry. 

A whole range of food and beverage products may be protected 
by design rights, including innovative or cutting-edge packaging, 
bottle shapes, fruit-shaped jellies, superhero-shaped candies, and 
distinctive patterns on boxes. Design protection should be obtained 
as early as possible before the product enters the market in order 
to keep competitors at bay, prevent counterfeiting and replication, 
obtain maximum profit, license and enforce the design rights, and 
enjoy the full rights accorded under the relevant patent laws.  
    
In general, design registration in South-East Asian countries is 
done using a first-to-file system, whereby the first person to file 
for registration will own the rights irrespective of first use. Design 
rights, either under patents or industrial designs, protect the outer 
look and shape of the product design which may cover one or a 

combination of the shape, pattern, and color of the product design 
in two- or three-dimensional forms. Design protection does not 
cover the functionality of the product design, nor the material it is 
made out of.

To be eligible for design registration, the laws of South-East Asian 
countries require an industrial design to be novel, meaning that 
it has not been made available to the public prior to the date of 
filing the design application. As most South-East Asian countries 
are members of the Paris Convention, priority can be claimed back 
to the first foreign filing date for novelty assessment, provided 
that no more than six months have lapsed. The priority right helps 
to maintain the novelty of the design that was first filed in a 
foreign country.

The focus of design protection is on the visual appearance of 
a product. As mentioned, design rights do not cover functional 
features of the product. However, the fact that a design includes 
features that serve a functional purpose does not prevent its 
registration under the laws of most South-East Asian countries. 
The countries in this region also have different rules regarding 
the scope of design rights. For example, color is not protected 
by a registered design in Singapore. In Thailand, if photographs 
or drawings of the product design are shown in specific colors, 
then only the product design designated in those colors will be 
protected. However, if they are in black and white, protection will 
be granted for all colors. For Thailand, dotted lines depict fold lines 
in a packaging box or envelope, whereas in other jurisdictions, 
such dotted lines can represent a part of the design that is there 
for illustrative purposes or that depicts something that is variable.
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In Thailand, if a product design contains a transparent portion, 
then transparency lines representing this feature must be depicted 
on the transparent part. In addition, submission of multiple 
designs in a single application is allowed in Indonesia provided 
that the designs make up a series of derivative designs from a 
single design and are classified under the same Locarno class. 
For example, a cup, lid, and saucer can be filed in one application. 
Thailand, on the other hand, only allows a single product design 
per application. For example, a spoon and a fork must be filed 
separately, each with its own application. 

In Vietnam, multiple embodiments of the design can be filed in 
a single application provided that they share a single general 
inventive concept and are not significantly different from each 
other. If the Examiner disagrees with the unity of the product 
designs, then a divisional application can be filed for each of the 
various embodiments; unlike Thailand, where the concept of filing 
a divisional design application does not exist.

If EU SMEs would like to defer publication to keep the design 
application under wraps to coincide with their product launch or 
marketing strategy, it can do so in Thailand by indicating the desire 
to defer publication on the application form and specifying the 
date after which the design application can be published. However, 
this is not allowed in Vietnam.

It is interesting to note that Myanmar’s Patents and Designs Act 
1945 was repealed in 1993. Although IP laws in compliance with 
the World Trade Organisation’s TRIPS Agreement are currently 
being drafted, in the interim, a design patent can be registered 
under Section 18 (f) of the Registration Act, and publication of the 
registration can be used to fend off infringement and passing-off 
until intellectual property laws are promulgated. 

The average term of protection, including registration renewals 
and extensions, is fifteen years for most South-East Asian 
countries, with the exception of ten years for Thailand and 
Indonesia, and twenty-five years for Malaysia. Depending on the 
country, the time to registration ranges from one to three years, 
on average.

To be successful, EU SMEs operating in the food and beverage 
industry must be aware of the link between innovative product 
design and economic success. They must know their customers 
and strive to maintain and sustain a competitive advantage in 
business by constantly innovating. However, it is just as important 
to know the IPRs available as well as the idiosyncrasies of the 
rules and regulations of design filing in each of the South-
East Asian countries, so that the broadest and most sufficient 
protection can be obtained for the SMEs’ products that would 
ward off competitors, attract investors, and grow the business and 
brand in a promising and growing market.

-Issues concerning Trade Secrets 

Trade secrets are broadly defined as confidential information 
that provides a business with a competitive edge. While there are 
varying definitions across South-East Asian countries, qualifying 

as a trade secret generally requires that: (1) the information is 
secret or only shared in a confidential context; (2) the information 
has commercial value derived from its secrecy; and (3) the 
information’s owner has made reasonable efforts under the 
circumstances to maintain the information’s secrecy.  

The subject matter of trade secrets is often very broad, including 
things such as sales methods, distribution methods, consumer 
profiles, advertising strategies, lists of suppliers and clients, 
manufacturing processes, recipes, and formulas, among other 
things. Examples of companies with famous trade secrets include 
KFC, Coca-Cola, and Ferrero Group. Each of these companies has 
longstanding, well-protected trade secrets that have brought 
tremendous value to their brands. 

Some ASEAN countries have enacted a specific law or intellectual 
property laws for the protection of trade secrets (including 
Indonesia, Laos, Thailand, and Vietnam). Some rely on existing 
laws to protect secret information, such as contract law, tort law, 
and laws on breach of confidence (including Brunei, the Philippines, 
Malaysia, and Singapore). Both damages and injunctive relief are 
measures to prevent unauthorized and intentional disclosure of 
a trade secret. These measures are generally available in South-
East Asian countries. Some countries still do not have any laws on 
trade secrets.

Indonesia has a Trade Secrets Act, which protects secret 
information with commercial value on condition that the owner has 
taken appropriate measures to guard its secrecy. In Laos, trade 
secrets are protected under the Intellectual Property Law, which 
states that the information must be secret, commercially valuable, 
and protected under reasonable steps taken by the owner. The law 
also provides that the trade secret owner may protect his or her 
rights by taking court action against unauthorized disclosure, but 
it does not state what damages are available. Thailand provides 
protection under its Trade Secrets Act, and a trade secrets owner 
may petition the court for an injunction (interim or permanent) in 
the event of infringement and, under some circumstances, claim 
damages. Vietnam protects trade secrets, but this protection is 
scattered across the Law on Intellectual Property, the Labor Code, 
and the Law on Competition. There are, however, regulations 
governing the relationship between the trade secret provisions of 
these laws. 

Cambodia currently has no specific trade secrets law, but a draft 
is under consideration. The Philippines also does not have a 
trade secrets law, but protection can be created via contractual 
agreement. While Singapore also does not have a trade secrets 
law, the Intellectual Property Office has published advice on best 
practices for protecting this information for trade secret owners. 

For food and beverage EU SMEs, protecting trade secrets, such 
as recipes or production processes, is critical. While the means of 
protection will need to be tailored on an individual basis, there are 
several general strategies that can be employed to ensure that 
a trade secret remains secret. For instance, if an SME wants to 
manufacture and assemble the final finished food or beverage 
product in South-East Asia, it should consider importing pre-
mixed ingredient combinations or other partially finished parts 
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of the product from elsewhere in order to ensure that no one 
location has the entirety of the recipe or manufacturing process. 
Food and beverage SMEs should also ensure that employees and/
or agents sign confidentiality and non-disclosure agreements 
prior to commencing their employment and having access to any 
proprietary information. These SMEs should also, in turn, make an 
effort to ensure that only a limited number of people have access 
to the secret information. When confidential information is stored 
electronically, there is a need for stringent cyber security measures 
to protect the confidentiality. 

Also, since food and beverage products are generally required 
to be registered with the national regulatory authorities before 
they can be sold on the market, food and beverage SMEs need to 
take great care in selecting their agents to register their products. 
Registration of food and beverage products is mandatory in 
South-East Asian countries that have different registration 
requirements. Many countries require disclosure of the ingredients 
and the manufacturing process of the products. While this is 
not a full disclosure of the whole trade secret, it could still be 
enough information for a party to reverse engineer a recipe, one 
of the major concerns for holders of trade secrets in the food and 
beverage industry. 

For more information about Trade Secrets protection and 
enforcement in South-East Asia, please refer to the Helpdesk’s 
Guide at: http://www.southeastasia-iprhelpdesk.eu/sites/default/
files/publications/Trade-Secrets-English.pdf

A famous case of a thwarted attempt to steal and sell off a 
trade secret involved Coca-Cola. In 2006, a secretary at Coca-
Cola’s global headquarters and the assistant to the global brand 
director was sentenced to eight years in U.S. federal prison for 
conspiring to sell a stolen phial of a new Coke product to Pepsi 
for USD 1.5 million. Pepsi reported the offer to Coke executives 
and worked with the FBI to arrest the perpetrators. While the 
disclosure of the trade secret in this case was stopped, the actual 
theft still occurred, with the employee managing to take a phial 
of one of Coke’s products off the premises. This case illustrates 
the importance for SMEs of limiting employee access to sensitive 
trade secrets and keeping the number of people with knowledge 
of the trade secret limited.  

-Issues concerning Trade Marks 

Unlike the European Community, regional trade mark registration 
for the ASEAN Economic Community is not available in South-East 
Asia.  Therefore, separate trade mark applications have to be filed 
in each jurisdiction in South-East Asia where one wants to obtain 
trade mark registration. This, however, will change with respect to 
the filing of international registrations under the Madrid Protocol, 
which every South-East Asian country is expected to implement 
within the next few years. International registration would be 
an alternative to national registration, but it would still enter a 
national phase and be examined by local trade mark offices. With 
this in mind, it would still be very important for EU SMEs to be 
informed of the local trade mark registration rules and practices.   

Local rules and practices in this region are different in each of 

the ten countries. For example, the Trademark Office in Thailand 
is known for having a more “extended” interpretation of the 
meaning of “trade marks,” under which it deems trade marks 
to be descriptive/non-distinctive. As a practical example, a non-
stylized group of letters that does not form a new word, might be 
considered to lack distinctiveness in Thailand. On the other hand, 
Indonesia’s Trademark Office would usually allow trade marks 
that are arguably non-distinctive to be registered. EU SMEs shall 
consult with trade mark agents and lawyers with local expertise 
when considering registering their trade mark in South-East Asia.

Brunei, Malaysia, Singapore, and the Philippines adopt the ‘first-
to-use’ principle, whereby anyone who uses trade marks first 
would have better rights to the trade mark even if they have not 
registered the mark. Nevertheless, registration is still important 
and recommended, especially, to gain exclusive rights to exploit 
the mark and commence actions against infringement in these 
countries. Remaining South-East Asian countries use the ‘first-to-
file’ system, where registration of trade marks serves as a basis 
to better rights to the marks. It is therefore vital for trade mark 
owners to file their trade mark applications in these countries 
as early as possible upon creating the mark, since registration is 
based on a first-come-first-serve basis. 

It is especially important to 
register trade marks early 
in countries l ike Indonesia 
and Vietnam, because trade 
mark squatting due to “bad-
faith” registration is a serious 
problem. The registration of a 
trade mark in bad faith refers 
to cases where a third party, 
who is  not the legit imate 
owner of a mark, registers the 

mark before the original owner enters the same jurisdiction. This 
would prevent the legitimate owner from entering the market and 
using its mark. In many cases, registration in bad faith is designed 
to obtain trade mark rights and use those rights as an asset to 
be sold to the original owner of the mark at an inflated price 
when they would like to enter the market. Therefore, trade mark 
owners should think ahead and register their trade marks before 
participating in trade fairs or doing business in these countries, 
in order to avoid exposing the marks to the public and attracting 
bad-faith registrations. 

In addition, trade mark owners should not only register their marks 
in English (or Roman characters), but also register the equivalent 
transliteration (or translations) of the same mark in local 
languages as well. This is because registration of the mark in one 
language does not automatically extend protection to the same or 
similar mark written in the equivalent local scripts, such as Thai, 
Lao, Burmese, or Khmer. Trade marks are generally protected once 
they are registered, so if the local scripts are used, those should 
be applied for registration. 

The registration process for a trade mark application in South-
East Asia generally takes around two years, with the exception of 
Singapore, Cambodia, and Myanmar, where the processes 
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are much faster (one to two months in Myanmar to obtain the 
Declaration of Ownership, and seven to ten months for Singapore 
and Cambodia).   

In Myanmar, where there is no specific trade mark law, trademarks/
service marks are registered by submitting a Declaration of 
Ownership at the registration office, and then publishing trade 
mark cautionary notices in local newspapers. While the term of 
trademark protection in other countries across South-East Asia is 
generally ten years with a renewable option, it is advisable to re-
apply and re-publish trade marks in Myanmar every three years 
according to established practice, to keep reminding the public of 
the ownership of the trade marks/service marks, and to ward off 
potential infringers or any imitations. Publication of trade mark 
cautionary notices is also useful to add legitimacy in respect 
of the ownership of the marks, in the case of litigation in court. 
Additionally, such publication also has value in advertising and 
commercial trade. 

-Trade mark squatters and Cybersquatting 

There have been many cases in ASEAN of trade mark squatters or 
persons applying for a trade mark registration in a given country 
in bad faith to profit from the goodwill of a trade mark (especially 
well-known trade marks) originally belonging to someone else. The 
same type of action can apply to domain names, as well, which is 
commonly known as “cybersquatting.”     

A trade mark squatter takes advantage of the fact that an 
invalidation/cancellation action against a bad-faith trade mark 
registration usually involves lengthy and costly litigation, which 
legitimate owners want to avoid. They reach out to the original 
owner, asking for a high price to transfer the registered mark/
domain name to them.    

To prevent this, European SMEs should obtain a trade mark or 
domain name registration as soon as they have an interest in 
any of the ASEAN countries, or when they participate in trade 
fairs in this region. The investment in trade mark or domain name 
registration is a minor consideration compared to the costs that 
may arise from litigation to obtain the IP rights from a bad-faith 
registrant.

For more information about Trade Marks protection and 
enforcement in South-East Asia, please refer to the Helpdesk’s 
Guide at: http://www.southeastasia-iprhelpdesk.eu/sites/default/
files/publications/EN_TM.pdf

For more information about Protection of Online IPR in South-
East Asia, please refer to the Helpdesk’s Guide at: http://www.
southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_
Online.pdf

-Issues concerning Copyright 

Copyright can be a valuable tool for food and beverage SMEs to 
protect images displayed on their packaging in South-East Asia. 
These protections should be sought in conjunction with other forms 
of IP protection, such as trade mark or patent registration, to add 
layered protection and increase avenues to enforce IP rights.

Most countries across the region have developed copyright laws 
that protect “artistic works.” While the definition of “artistic work” 
varies slightly from country to country, the various definitions 
are generally similar. In Thailand, for example, a work of applied 
art can be compositions of works of paintings and drawings, 
lithographic works, or photographic works, among other things, 
used for other purposes besides the appreciation of the inherent 
value of the work. Other purposes include using the work for utility, 
decoration, or equipment, or for commercial purposes. Not only 
does this mean that the applied art on food and beverage labels 
has copyright protection, but any images of the product in question 
would be protected as an artistic work. Copyright protection in 
South-East Asia, for the most part, arises automatically and does 
not require registration. But most ASEAN countries have a system 
of voluntary recordal in place, and registering copyright in these 
countries will provide recordation and proof of authorship in case 
of infringement. An exception is Cambodia, where certain copyright 
is not protected unless certain restrictive conditions contained 
in Article 3 of the country’s Copyright Law are met. Due to the 
restrictions, in practice, very few foreign rights holders currently 
receive automatic protection under Cambodia’s Copyright Law.  EU 
SMEs in the food and beverage industry can take advantage of the 
possibility to record labels in South-East Asia. 

Under the Berne Convention, Paris Act (1971), signatory states 
grant national treatment to copyright holders of other signatory 
states. In ASEAN, Brunei, Indonesia, Laos, Malaysia, Philippines, 
Singapore, Thailand, and Vietnam are all signatories to the 
Convention. Cambodia and Myanmar currently are not. This 
provides another means of protection for European SMEs who 
come from nations that are also signatories to the Convention. 
In addition, all ASEAN nations are signatories to the TRIPS 
Agreement, which also has provisions that provide copyright 
protection to rights holders. 

While the benefits of copyright protection may not be very 
apparent to food and beverage SMEs, it is a valuable tool when 
bringing food- and beverage-related IP to South-East Asia. 
To provide some practical example of relevance of copyright 
protection for the industry, the illustrations and graphics used on a 
company’s packaging can become just as well known to consumers 
as the brand’s trade marks or package design. This increases the 
economic value of the product as a whole and, therefore, should 
be protected just as an SME would seek to protect its trade marks 
and trade secrets. Understanding the laws governing copyright 
across South-East Asia will add another layer of protection to 
SMEs’ IP rights as they expand into the region.

Most South-East Asian countries provide for both criminal and 
civil remedies against infringement of copyright, as well as certain 
border measures. In Thailand, for example, criminal, civil, and 
border measures are available to a copyright holder. Copyright 
cases are first tried in the Intellectual Property and International 
Trade Court (IP&IT Court), a special court that has jurisdiction over 
all IP disputes. For criminal actions, a rights holder may choose 
to file the criminal action with the court or lodge a complaint 
with the police, who will then investigate the case and submit it 
to the public prosecutor. Civil cases are tried at the IP&IT Court 
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and can result in damages and/or injunctions. In terms of border 
measures, the Thai Customs Act gives customs officials the ability 
to search packages that are passing through customs or aboard a 
vessel in Thai waters ex officio. The rights owner may also lodge 
a petition with the customs authorities not to release goods from 
their control if they suspect infringing items are being brought into 
Thailand. 

Vietnam offers similar protection, but broadens the range of 
remedies available to not only include damages and injunctions, 
but also a public apology and rectification, performance of civil 
obligations, and destruction of infringing goods. Cambodia places 
steep penalties on copyright infringers, with criminal sanctions for 
copyright violation being up to two years in prison in certain cases 
and a fine of up to KHR 50 million (USD 13,000).   

For more information about Copyright protection and enforcement 
in South-East Asia, please refer to the Helpdesk’s Guide at: http://
www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/
Copyright_english.pdf

4. Geographical Indications (GIs) recognition

GI is a form of intellectual property rights recognized by most 
South-East Asian countries.  GI protection would benefit trade 
and development in this region because South East Asian 
countries produce distinctive agricultural and food products that 
are especially linked to geographical areas and have certain 
characteristics and/or quality that are attributable to the specific 
location of origin. In general terms, GIs protect products’ names 
which could be considered a kind of trademark but with certain 
requirements that applicants need to meet. Some countries 
protect GIs under trademark law. For example, the draft Trademark 
Law of Myanmar contains a section on GIs. Similarly in Laos, the 
Law on Intellectual Property concerning Trademarks and Trade 
Names covers the rights to GIs and classify the use of registered 
geographical indications by any means, including the unauthorized 
use of the geographical indication on labels of products from other 
regions as an act of unfair competition. Other countries, such as 
Thailand and Indonesia, choose to adopt a sui generis legislation 
uniquely tailored to protect GIs.

GIs can act as marketing tools of the local products; thus, it can be 
registered across this region. A common criterion for registration 
of GIs from foreign countries is that such GIs must also have been 
recognized in the country of origin. For example, the “Feta Cheese” 
GI must be protected in Greece before benefiting from protection 
in South East Asia. By contrast, when a GI has become generic in 
the country of origin, it will be denied protection in the South East 
Asian countries. The term of protection of GIs is usually unlimited, 
until cancelled due to reasons such as the change of geographical 
specifications or situation or when they are no longer protected in 
their territory. 

Known GIs from this region are such as Binh Thuan Dragon Fruit 
and Buon Ma Thuot coffee from Vietnam, Doi Tung Coffee and 
Thung Kula Rong-Hai Thai Hom Mali Rice from Thailand or Bali 
Kintamani Coffee from Indonesia.

5. Packaging

Packaging plays an important role in consumers’ choices of 
purchasing food and beverage products. Especially when EU 
SMEs enter new markets or when a new product is presented on 
the market, smart and attractive packaging usually triggers the 
interest of customers and it can be an important deciding factor 
which leads to the purchase. 

Packaging might be protected as designs, three-dimensional 
trade marks and also copyright. When possible, adding layered 
protection of packaging is recommended, thereby combining 
different IP registrations, and allowing maximum protection. 

In all ASEAN countries (except for Myanmar) it is possible to 
register industrial designs. An industrial design protects a 
specific appearance of a product embodied by three-dimensional 
configurations, lines, colours, or a combination of these elements. 
In order for an industrial design to be granted, the design must be 
new, creative and have an industrial application. To be considered 
as ‘new’, the design should not be disclosed in the specific country 
of interest or outside the country. The requirement of what is 
considered ‘disclosure’ might vary in some countries.

However, generally it takes approximately one year or more to 
grant industrial designs in South-East Asia and the duration 
of the registered right is limited, but priority can be claimed in 
South-East Asia based on certain requirements. EU SMEs can 
alternatively consider registering the three-dimensional shape as 
a trade mark, especially if international registrations are already 
filed in other countries for the same shape by extending their 
current registration and designating those countries in South-East 
Asia that are also party to the Madrid System (i.e. Cambodia, Laos, 
Philippines, Singapore, and Vietnam). Another advantage is that 
trade mark registrations are valid for 10 years, are renewable and 
priority can be claimed.

Domestic registrations of three-dimensional trade marks are 
available in the major countries of South-East Asia such as 
Indonesia, Malaysia, Singapore and Vietnam.

It is very important to note that almost all countries (with the 
exceptions of Malaysia, Myanmar and Singapore) only protect 
registered designs and trade marks and they operate under a 
‘first-to-file’ system, meaning that the first person to file an 
industrial design or a trade mark in the country will own that right 
once the application is granted, regardless of whether another 
party was the owner or the first to use the right. In Malaysia 
and Singapore, unregistered designs and trade marks might be 
enforced, however, specific requirements are needed. Therefore, 
it is always recommended to register the IP rights to minimize 
risks of non-enforceability.  It is strongly recommended to check 
the availability and registrability with local experts and select the 
most suitable type of IP registration for the product packaging 
according to the country. 

Copyright protection might represent an additional way of 
protecting the packaging in relation to the marketing materials 
and brochures and pictures of the products on display on websites. 
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In Cambodia, Indonesia, Laos, Malaysia, Philippines, Thailand, and 
Vietnam it is possible to do a voluntary recordal of copyright with 
the local Copyright Authority, which will release a certificate within 
approximately 30 working days. 

While copyright recordals are not substitutes for the strongest 
protection of rights such as registered designs or registered trade 
marks, they can however be important to obtain registration 
certificates of ownership to be used in case of enforcement, and 
especially in case of online infringements. 

6. Health Claims – Trade Mark focus

Generally, no Trademark Laws in South-East Asia directly contain 
special regulations for controlling or supervising the use and 
registration of trade marks that promote or regulate health claims. 
However, health claims concerning trade marks might be indirectly 
controlled under the Trademark Laws. 

For example, Article 23 of the Lao Trade mark Law laid out rules 
that a trade mark shall be rejected registration if it is deceiving or 
misleading or is of a fraudulent nature or consisting of indications 
that could mislead the public as to the origin, nature, manufacturing 
process, characteristics, suitability for their purpose, quantity of 
the goods or services, etc. This might prevent any trade marks, 
which contain health claim terms that are misrepresented of 
the character, quality, function, or composition from registration 
(although in practice, it is rare that the trade mark Registrar would 
take health claims into consideration under this article).

In Thailand, even though there is no special rule or regulation on 
health claims mentioned in the Trade mark Act, health claim terms 
in association with trade marks for food and beverages may be 
rejected by the Trade mark Office as these terms are likely viewed 
as being descriptive of the products.  On the contrary, Indonesian 
Trade mark Office rarely rejects health claim terms in association 
with trade marks for food and beverages as they do not view 
these terms as being descriptive; yet, the use of misleading trade 
marks are punishable under their law.

7. Patents vs. Trade Secrets

When SMEs operating a food and beverage business begin 
strategizing on how to protect their innovations, a question may 
arise over whether it is better to apply for a patent or to utilize 
trade secret protection. There are advantages and disadvantages 
to using both patents and trade secrets. SMEs need to weigh these 
carefully when deciding whether to pursue a patent or maintain a 
trade secret.  

Patents have a number of key advantages: they provide robust 
legal protection, they give the holder the right to exclude third 
parties from using their patent for commercial purposes, and 
they are easier to enforce during their statutory protection term. 
However, these protections only last for a limited period of time, 
established by statute, and the creator must publically disclose 
key information about the invention when applying for a patent. 
Patents also involve lengthy registration processes and require the 
applicant to pay registration costs. 

Trade secrets also have a number of key advantages: they 
require no registration and there are no registration costs, they 
may last indefinitely, they have no required disclosures, and they 
take immediate effect. However, it is perfectly legal to reverse 
engineer a trade secret, and if another individual legitimately and 
independently develops the same idea, that other party may then 
patent it. Trade secrets are also more difficult to enforce and, 
while there are no registration costs, there could be costs involved 
in maintaining its secrecy. In addition, if a trade secret is disclosed 
and becomes part of the public domain, trade secret protection is 
lost. 

In making a choice between applying for a patent and maintaining 
a trade secret, there are a number of questions food and beverage 
SMEs should consider:
• Is your idea even patentable? Patent applications must show 

novelty and industrial application in order to be granted.
• Will the idea still be valuable after the statutory protection 

term expires? In other words, will the mandatory disclosures 
of a patent application harm the idea’s economic value once 
the patent protection term has expired? 

• Can the idea be easily reversed-engineered?  
• Making a decision between patent protection and trade 

secret protection is one that will ultimately depend on the 
SME’s business and the idea or product in question. It is an 
individualized determination that is often made on a case-by-
case basis.

8. Dealing with local partners

Generally, EU SMEs in the F&B industries may wish to enter the 
South-East Asian market(s) by selecting a local partner who can 
help developing the market for their European products. 

IP Due Diligence

When working with local partners, it is essential for SMEs in the 
food and beverage industries to conduct IP due diligence. IP due 
diligence is a process to identify and make assessments of IP 
assets that are relevant to the partnership. Before entering into a 
partnership, it is essential to review and identify IP ownership to 
make sure the ownership has been properly recorded. SMEs should 
understand the scope of protection of the IP involved. The status 
of the IP should be checked to make sure the IP is still valid before 
proceeding with agreements such as a joint venture or a licensing 
agreement.

Licensing

Once the relevant IP has been identified, the SME should prepare 
a licensing agreement that will address the use of the technology 
between the local partner and the SME. Therefore, it is important 
to evaluate the scope of the licensing agreement. A licensing 
agreement needs to comply with the IP law and contract law 
of the jurisdiction where business is conducted. The majority of 
South-East Asian countries, including Indonesia, Thailand, the 
Philippines, Vietnam, Cambodia, and Laos, require a recorded 
agreement licensing IP rights for it to be enforceable. 

A trade mark license in Singapore, however, does not have to be 
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recorded. A license agreement concerning patents and designs 
are, in most jurisdictions, required to be registered with relevant 
authorities. In Malaysia, a license must be recorded if it is to be 
enforced against third parties. Special care should be taken in 
Myanmar since the prosecution of IP is not available, and instead, 
a recordation system is used. In Myanmar, a licensing agreement 
or a joint venture agreement is required to be registered at the 
Office of Registration of Deeds. The agreement, once registered, is 
effective and can be enforceable as a legally binding contract.  

Another point of interest for licensing (or joint-venture) 
agreements is restrictive covenants. Laws of some South-East 
Asian countries prohibit clauses that have unfair competitive 
effects. An example of a prohibited clause under the Philippines’ 
IP Code is “price fixing,” which is a clause that allows the licensor 
to fix the sale or resale prices of the licensed products. Other 
covenants that are considered as restrictive business practices 
include export prohibition, tie-ins, grant-backs, etc.

Non-Disclosure Agreements

Other than licensing agreements, an SME wishing to enter into a 
business partnership in South-East Asia may consider signing a 
Non-Disclosure Agreement (NDA) with local partners both during 
negotiations and as a separate agreement during the cooperation 
according to SMEs different needs. In order to maintain secrecy 
over relevant information, it is essential that a Non-Disclosure 
Agreement should be signed before trade secrets, know-how, 
confidential information, or a patentable invention is shared with 
or disclosed to the local partners.

Lastly, but not less important, it is always recommended that 
SMEs would enter into written agreements to regulate their 
business relationship with local partners and that the contract 
should be always reviewed by a local law firm before being signed 
since provisions against local laws and regulations can be null and 
void.

9. Case studies

Case study 1: Non-use cancellation actions in Thailand

Background: Company A wanted to apply for registration 
of a trade mark for “snack food” in Class 30 in Thailand, but 
found that a similar trade mark had already been registered 
for the goods “potato chips, crispy rice chips, corn flakes, and 
crackers” in the same class by a Thai company (Company B). 
The goods covered by Company B are classified as ready-
to-eat products under Group 3, i.e., food with labeling that is 
subject to regulatory approval. 

Outcome: Company A submitted a letter to the Thai FDA 
requesting that it check whether Company B had applied for 
registration of its products under the mark. Subsequently, the 
Thai FDA replied in writing that the products under the trade 
mark were not registered with the Thai FDA. Company A then 
filed a non-use cancellation action against Company B’s trade 
mark with the Board of Trade marks and submitted a letter 

from the Thai FDA to demonstrate that Company B’s trade 
mark was not in use. The Board of Trade marks considered the 
non-use cancellation action and the letter from the Thai FDA 
and ordered for the trade mark registration to be cancelled. 

Lessons Learned: This case demonstrates that a letter from 
a government office showing that there has not been any 
application of products bearing the mark is effective evidence 
to support a non-use cancellation action against a trademark 
covering products that are subject to regulatory approval. 
Therefore, if the products under one’s Thai registered trade 
mark, which are subject to regulatory approval, are not in use 
in the Thai market but the trade mark owner has not applied 
for registration of the products with the relevant government 
authorities, the mark is then at risk of being cancelled due to 
non-use. Given the regulatory permissions required for food 
and beverages, this is a scenario that is particularly relevant 
to SMEs in these industries.

There are several grounds to initiate a cancellation action 
against a registered mark. One of the most common grounds 
is to file a cancellation action based on non-use. In Thailand, 
the trademark owner is not required to commence use or 
submit a Declaration of Use to the Department of Intellectual 
Property within a certain period of time. However, a Thai 
trade mark registration may become vulnerable to a non-use 
cancellation action under some circumstances. In particular, 
a cancellation action based on non-use may be initiated with 
the Board of Trademarks if it can be proven that: (1) at the 
time of registration, the trade mark owner had no bona fide 
intention to use the trade mark with the goods for which it 
was registered, and in fact there was no bona fide use of the 
trade mark with such goods; or (2) during the period of three 
years prior to the request for cancellation, there was no bona 
fide use of the trademark with the goods for which it was 
registered. Section 63 further offers the trade mark owner a 
potential defense against a non-use cancellation, if the trade 
mark owner can prove that said non-use was due to special 
circumstances in the trade and not due to the intention not to 
use or to abandon the trade mark with respect to the goods 
for which it was registered.

In practice, the Board of Trademarks is usually hesitant 
to cancel registered marks on the grounds of non-use—
therefore, successful non-use cancellation actions in Thailand 
are rare. However, if the goods covered by the Thai trade 
mark registration require regulatory approval before being 
distributed in the market, the registration may be cancelled on 
the grounds of non-use if there has not been any application 
of products bearing the mark filed with the relevant 
government authorities.  

The Thai Food and Drug Administration (FDA) classifies food 
products into four groups depending on the risk level of the 
food, as follows: (1) specially controlled food; (2) standardized 
food; (3) food with labeling; and (4) general food. The first 
three food groups require food license approval.

Free Business Tools to Manage your IPR in South-East AsiaUsing Contracts to Protect your Intellectual Property

9



Case Study 2: Claim structure development for patents in 
Thailand

Background: On July 4, 2003, King Mongkut University of 
Technology, Thonburi filed a patent application, “Method for 
instantly producing crispy rice cracker and baking therefor by 
microwave,” under Thai Patent Application No. 0301002505 
(subsequently referred to here as “the pending application”). The 
invention was developed with the idea that crispy low-fat rice 
crackers are prepared for microwave cooking without using oil. 
However, Thai Patent No. 13878 (“the registered patent”), filed 
on February 8, 1999, by the Chulabhorn Foundation, had also 
disclosed a recipe and methods to prepare banana rice crackers. 
The prior art for both inventions taught a similar step-by-step 
method to prepare the instant cracker, including the following: 
• mixing together all ingredients and kneading them into a 

dough;
• steaming the dough and storing it in a cool place;
• cutting the steamed dough into a specific thickness;
• baking at a specific temperature for a specific period of time 

in order to produce the instant cracker; and
• cooking by frying in oil (the registered patent) or by 

microwave (the pending application).

At the substantive examination stage, the Director-General 
(DG) rejected the pending application on the grounds that the 
claimed invention lacked novelty and inventiveness in light of the 
registered patent. 

Claim 1

Claim 1 of the pending application read “method for producing an 
instant crispy rice cracker comprising:
a) cutting the steamed dough into any form having a maximum 
thickness of 1 cm; and
b) baking the steamed dough at the temperature of 60 0C for 2-3 
hours and storing at room temperature.”

Claim 1 contained two issues that were brought up during 
patentability examination: (1) the thickness of the steamed dough; 
and (2) the baking temperature and time.

The thickness of the steamed dough of the pending application 
was at a maximum of 1 cm (or 10 mm), while the registered 
patent was 1-1.5 mm. The DG considered that a broad range 
should be deemed not new over the specific prior art, and 
therefore, it was not patentable. This rule is clearly stated in the 
Thai Patent Examination Manual.

The applicant argued that the configuration of the cracker was 
important for expansion by microwave cooking. With a preferable 
configuration as described in the description, 0.8x0.8x0.8 cm with 
square shape, a cracker can be well cooked by microwave only. The 
oil-fried rice cracker cannot be made with this configuration.

The baking temperature and time of the pending application was 
600C and 2-3 hours, while for the registered patent, it was 60-
700C and 5-6 hours. The baking temperature of 600C should be 
considered novel since it is fixed at a specific number as opposed 

to the broader numerical range of the prior art. In addition, the 
baking time ranges were different. However, the DG considered 
that the different baking times affected the product’s humidity, 
which is known to a person ordinarily skilled in the same field. 
Therefore, the pending application lacked inventiveness. 

The applicant argued that, in accordance with the method, the 
dough is baked twice, each time at 600C for 2 hours, and restored 
to room temperature for 2 hours. With this specific method, the 
humidity (or water level)—an important factor for microwave 
cooking—will be 9-10 percent evenly through the cracker piece. 
If the humidity is higher, then the cracker would be burnt. If lower, 
the cracker would not expand. 

Outcome: The Board of Patents did not agree with the applicant’s 
arguments and confirmed the DG’s decision that Claim 1 of the 
pending application was not new or inventive.

Claim 2

Claim 2 of the application read “a dry baking in accordance with 
the method for producing a ready-to-eat crispy rice cracker 
comprising baking of the instant crispy rice cracker of Claim 1 at 
every watt of the microwave oven for 5-30 seconds.”

The DG considered that the instant crispy rice cracker cooked 
at every watt of the microwave for 5-30 seconds could be 
anticipated, not only by a person ordinarily skilled in the art, but 
also by any person. Claim 2 did not show a sufficient level of skill 
in the field of the invention and was deemed not inventive.

The applicant argued that, as mentioned above, the 9-10 percent 
humidity is important for microwave cooking because the water 
molecules absorb microwave radiation and act as a heat transfer 
media. This method is different from frying in oil since the oil is 
the heat transfer medium instead of water.

The applicant also argued that the claimed method resulted in 
a rice cracker with high nutrition, different characteristics, and 
only 0.36 percent fat compared to an ordinary rice cracker which 
contains 30-40 percent fat.

Outcome: The Board of Patents decided that baking at any 
temperature at every watt of the microwave for 5-30 seconds is 
impossible. Additionally, microwave cooking for rice crackers is 
anticipated by any person and becomes obvious in light of one 
ordinarily skilled in the art. Claim 2 of the pending application was 
deemed to lack inventiveness.

Lessons Learned: As a starting point, an inventor who develops 
a new technology deserves to gain broad patent protection on his 
or her pioneering invention. However, whether a claimed invention 
can meet the requirements of being absolutely new and innovative 
is closely scrutinized in most South-East Asian countries. In order 
to minimize expenses and the risk of facing an opposition and/
or cancellation of the patent application, an SME in the food 
and beverage industry should strongly consider performing a 
patent search, prior to filing a new application. A patent search 
in the jurisdictions of interest can provide the SME with valuable 
knowledge of its local and international competitors, and help it 
formulate an appropriate IPR strategy in each market. 
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10. Take-away messages

• Intellectual property is often a most valuable company 
asset for F&B EU SMEs. It is intangible and easily stolen, 
meaning that SMEs should thoroughly understand how 
to protect it and adapt their strategy for the market(s) 
of their interest. 

• Contrary to the experience that many SMEs may have 
had in Europe, there is no single system for IP protection 
in South-East Asia. A registration needs to be obtained 
in each country of interest. 

• Adding layered IP protection to the IP protection strategy 
increases the success of enforcement in South-East 
Asia. 

• Product registration is also required with the relevant 
authority in the South-East Asian country that an SME 
wants to market their products in and constitutes a 
different type of registration other than IP registrations.

• It is important to seek the advice of local counsel to 
create appropriate strategies for IP portfolios to avoid 
business disruptions at a later date.   

11. Glossary of terms

• Breach of Contract: A violation of the clause in a contract 
• Cautionary Notice: Cautionary Notice generally refers to a 

publication in newspapers or periodicals by a trademark 
owner with an aim to give notice to the public that the mark 
referenced in the Notice is the trademark of a certain person 

and cautions any third party against an unauthorized use of 
the referenced mark.   This type of Notice is usually seen in 
the country where registration of trademark or other IP is not 
yet recognized such as in Myanmar.   

• Contract Law: A local law in each jurisdiction that governs on 
the rights and obligations as well as other limitation arising 
from a contract.   

• Declaration of Actual Use: A type of Statement to attest that 
the referenced trademark has been put into an actual use in 
a given jurisdiction. 

• Declaration of Ownership: A type of Statement to attest that 
the declarant is the true and lawful owner of the referenced 
trademark. 

• Injunctive Relief: It is also commonly known as “Injunction”.    
This term refers to a legal  remedy usually be granted by the 
Court ordering the infringer or defendant to cease and desist 
the infringing or other specific act.   

• Null and Void: provisions having no force, binding power, or 
validity.

• Tort Law: A law on civil liability in the case where a person 
causes someone else to suffer damage exposing the injured 
party to a civil claim for compensation or damages. 

• Trade Mark squatting practice: an act of registering other 
people’s marks as their own by squatters in other countries in 
order to gain benefits from original marks or real trade mark 
owners.

12. Related links and additional information

Visit the country factsheets of South-East Asia countries – http://
www.southeastasia-iprhelpdesk.eu/en/country-factsheets 

Visit other publications at South-East Asia IPR SME Helpdesk 
website – www.ipr-hub.eu

Visit the Helpdesk blog http://www.yourIPinsider.eu for related 
articles on IP in South-East Asia and China

World Intellectual Property Organisation (WIPO) - http://www.wipo.
int/portal/index.html.en 
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