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1. Overview: Manufacturing industry in South-East Asia  

Manufacturing is one of the key drivers of growth in South-East Asia, with more 
and more South-East Asian countries winning manufacturers over from China due 
to lower labour costs, rising domestic consumption and improving infrastructure.1 
Well-known brands such as Coca-Cola2 and Coach3 have so far established plants 
in Myanmar and Vietnam, leveraging on the cheap labour market and growing 
domestic demand in these countries. In Cambodia, the textiles and footwear 
manufacturing industry alone generates USD 6 billion (approx. EUR 5 billion) 
annually for the economy,4 with the export of garments representing nearly two-
thirds of the country’s total export.5

In Indonesia, manufacturing also serves as one of the greatest contributors to 
annual economic growth with statistics from the Indonesian Central Statistics 
Agency showing that the sector contributed 0.92 percent to the total economic 
growth of 5.02 percent in 2016.6 Even in more technically advanced countries 
like Singapore, it is observed that the manufacturing sector continues to occupy 
the greatest share of the GDP pie for the past few decades. Statistics from 
the Singapore Department of Statistics show that in 2016, manufacturing 
contributed to 19.6% of Singapore’s annual GDP.7 

1 A revival of Southeast Asian manufacturing hubs http://www.ap.jll.com/asia-pacific/en-gb/Research/
SEA-ASEAN-industrial-v6.pdf.
2 Myanmar: foreign investment rush raises hopes….and concerns https://www.ft.com/content/cafd3566-
f149-3f8a-9788-2ceb899a2cda.
3 Coach to move production from China  
https://www.wsj.com/articles/SB1000142405274870469800457 6103830767806622.
4 Cambodia raises 2017 minimum wage for textile industry workers https://www.reuters.com/
article/cambodia-garment/cambodia-raises-2017-minimum-wage-for-textile-industry-workers-
idUSL3N1C51OD. 
5 Prospects for the textile and clothing industry in Cambodia, 2017 http://www.innovationintextiles.com/
prospects-for-the-textile-and-clothing-industry-in-cambodia-2017/.
6 Manufacturing sector remains biggest growth contributor http://www.thejakartapost.com/
news/2017/04/17/ manufacturing-sector-remains-biggest-growth-contributor.html. 

7 Share by GDP by Industry http://www.singstat.gov.sg/statistics/visualising-data/charts/share-of-gdp-by-

industry.

11

http://www.ap.jll.com/asia-pacific/en-gb/Research/SEA-ASEAN-industrial-v6.pdf
http://www.ap.jll.com/asia-pacific/en-gb/Research/SEA-ASEAN-industrial-v6.pdf
https://www.ft.com/content/cafd3566-f149-3f8a-9788-2ceb899a2cda
https://www.ft.com/content/cafd3566-f149-3f8a-9788-2ceb899a2cda
https://www.wsj.com/articles/SB10001424052748704698004576103830767806622
https://www.reuters.com/article/cambodia-garment/cambodia-raises-2017-minimum-wage-for-textile-industry-workers-idUSL3N1C51OD
https://www.reuters.com/article/cambodia-garment/cambodia-raises-2017-minimum-wage-for-textile-industry-workers-idUSL3N1C51OD
https://www.reuters.com/article/cambodia-garment/cambodia-raises-2017-minimum-wage-for-textile-industry-workers-idUSL3N1C51OD
http://www.innovationintextiles.com/prospects-for-the-textile-and-clothing-industry-in-cambodia-2017/
http://www.innovationintextiles.com/prospects-for-the-textile-and-clothing-industry-in-cambodia-2017/
http://www.thejakartapost.com/news/2017/04/17/manufacturing-sector-remains-biggest-growth-contributor.html
http://www.thejakartapost.com/news/2017/04/17/manufacturing-sector-remains-biggest-growth-contributor.html
https://www.singstat.gov.sg/statistics/visualising-data/charts/share-of-gdp-by-industry 
https://www.singstat.gov.sg/statistics/visualising-data/charts/share-of-gdp-by-industry 


Free Business Tools to Manage your IPR in South-East AsiaIP Considerations for the Manufacturing Industry in South-East Asia

In the coming years, it is expected that the manufacturing industry 
in South-East Asia will continue to stay strong and even expand as 
the likes of China and India continue to see workers’ wages increase. 
At the same time, the expansion of the working-age population 
in South-East Asia8 will help to boost the manufacturing sector 
of these countries and keep the labour costs low. The diffusion of 
technology into South-East Asia over time will also serve to increase 
the efficiency of countries in this region and erode the competitive 
advantages of the more developed countries elsewhere. In fact, 
Indonesia, Malaysia, Thailand and Vietnam are expected to emerge 
in the top 15 nations on manufacturing competitiveness by 2020.9 
As such, the South-East Asian region offers vast opportunities for 
EU SMEs that are looking to expand their presence in the region. 
In so doing, however, EU SMEs should be aware of the intellectual 
property (IP) risks that they will face when operating in this region, 
in particular with respect to the advanced technology that may 
be transferred to this region as part of the collaboration and joint 
venture with their local partners.

2. Considerations concerning Industrial Designs

Generally, an industrial design refers to the ornamental or aesthetic 
features of an article. It may consist of three dimensional features, 
such as the shape of the article, or two dimensional features, such 
as patterns, lines or color.10 

By way of example, appended below is a design of a bottle 
registered in Malaysia (Registration No. MY14-00282-0101) by 
the Coca Cola Company, taken from the public design database 
maintained by the Intellectual Property Corporation of Malaysia:

Industrial designs regimes in South-East Asian countries generally 
follow the “first-to-file” system, which grants protection in 
a particular country to the first person to file the industrial 

8 Fifty years on, South-east Asia emerges as global growth leader http://www.
businesstimes.com.sg/government-economy/fifty-years-on-south-east-asia-emerges-
as-global-growth-leader. 
9 2016 Global Manufacturing Competitiveness Index https://www.deloitte.com/global/
en/pages/manufacturing/ articles/global-manufacturing-competitiveness-index.html.
10 Industrial Designs http://www.wipo.int/designs/en/.

design application in that country, once the design is registered. 
Accordingly, EU SMEs should strive to apply for protection of 
industrial designs early, before others do so first and benefit from 
the original creator’s efforts. For EU SMEs that are interested in 
registering their industrial designs in South-East Asia, it should 
also be noted that prior disclosure of their industrial design may 
affect the registrability of their design. It is indeed of foremost 
importance for EU SMEs to be aware of the local regulations in 
relation to disclosure (for instance during trade fairs, exchange of 
samples), whether a grace period is granted or what circumstance 
or initiatives are legally considered as public disclosure and the 
meaning of the loss of the novelty requirement. This is very 
relevant in the manufacturing process, especially when EU SMEs 
outsource part of the manufacturing to local partners or suppliers. 
In these cases, it is strongly recommended to sign Non-Disclosure 
Agreements (NDAs) to maintain secrecy.

With increasing competition between companies and the erosion 
of companies’ competitive advantages in the forthcoming sharing 
economy, industrial designs will become increasingly important to 
the manufacturing industry as consumers demand for increasingly 
better user experience and rely more and more on the look and feel 
of a product. As companies constantly innovate the design of their 
products to meet customers’ demands and expectations, industrial 
designs are crucial in preserving the value of the products based on 
their aesthetic designs and preventing competitors from copying the 
designs and simply rebranding the same. 
 
Increasingly, technological advances in the manufacturing industry 
have changed the way designs are created and applied onto objects 
or articles. For example, as countries in South-East Asia embrace 
newer and more innovative technologies in their manufacturing 
pursuits (such as the 3D printing technology),  laws will need to 
keep up with these changes and address the potential issues 
presented by these technologies. Among the South-East Asian 
countries, a much welcomed development in this regard is the 
recent amendments to the Registered Designs Act of Singapore 
that came into force in October 2017. Following said amendments, 
designs of articles made by advanced manufacturing techniques 
such as 3D printing are now protectable in Singapore.

Before applying for the industrial designs, EU SMEs should conduct 
prior searches on designs in the countries of interest to ensure that 
the designs they wish to protect have not been registered in the 
relevant countries. In South-East Asia, such prior searches are made 
easier with ASEAN DesignView, an integrated searchable online 
database of industrial design registrations and published industrial 
design applications filed in participating ASEAN countries, including 
Brunei Darussalam, Cambodia, Lao PDR, Malaysia, Philippines, 
Singapore, Thailand and Vietnam. EU SMEs should use this platform 
prior to expanding into South-East Asian countries. Nevertheless, 
as this platform may not be constantly updated, it is recommended 
that EU SMEs engage the services of local law firms or IP agents 
to conduct a more thorough search on the official local industrial 
design databases or on-the-ground searches at the respective local 
IP offices. 

For more information about Industrial Designs in South-East Asia, 
please refer to our Guide on Industrial Designs Protection in South-
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East Asia available here. 

For more information about the ASEAN DesignView, please refer to 
our How to Guide on ASEAN Designview available here. 

3. Considerations concerning Invention Patents

i) Protection through Standard Patents and Simple Patents

Patent owners acquire the exclusive rights, for a limited period 
of time (usually 20 years), to prevent others from making, using, 
commercialising or importing the patented inventions during the 
term of the patent. Generally, for an invention to be patentable, the 
invention must meet the following three requirements: (1) novelty, (2) 
inventive step, and (3) industrial applicability.

In the manufacturing sector, the importance of patents cannot be 
further emphasised. If an invention is not protected by the relevant 
patent law in relevant jurisdiction, it may be copied and used by 
other competitors to the detriment of the original inventor. For 
manufacturers who produce goods on a regular basis, there are 
two possible intellectual outputs that may be protected by patent 
law in South-East Asia. The first is the method of manufacturing 
that meets the above three criteria of novelty, inventive step and 
industrial applicability, while the second is the goods that are 
produced by the manufacturer. 

In addition, as South-East Asian countries look for new technological 
solutions to develop their capability and credibility in the industry, 
increasing technological transfer from EU SMEs to their local 
partners is to be expected. In this context, patent protection 
would be crucial to EU SMEs wishing to protect such transferred 
technology from bad-faith reproduction of the technology by their 
local partners.
 
Apart from standard innovation patents, some South-East Asian 
countries also allow for a “lesser” form of patent protection for 
which none or a lesser degree of innovation is required to qualify 
for protection. For example, Petty Patent in Laos (for a period of 
10 years, which may be extended once for an additional 2 years) 
and Utility Innovation in Malaysia (for a period of 10 years, which 
may be extended for another 2 consecutive 5-year terms) require 
a lesser degree of innovation. On the other hand, Utility Model in 
Cambodia and the Philippines (both for a period of 7 years), Simple 
Patent in Indonesia (for a period of 10 years), and Utility Solution 
Patent in Vietnam (for a period of 10 years) require no inventive 
step at all. To fully understand the scope of such IP registrations, 
EU SMEs should consult with local IP experts who able to advise 
them on how to achieve their goals and better address their need of 
patent protection. 

Such “simple patents” are generally easier and faster to obtain 
than standard patents. However, they protect the inventions for a 
shorter period of time than standard patents. In addition, as such 
simple patents do not require substantial examination, they are 
less effective when enforced and may be exposed to higher risk of 
invalidation. As such, EU SMEs should only consider simple patents 
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for products which a shorter life span and/or with a lesser degree of 
innovation in order to maximise the achievable protection.

On the other hand, the application process for standard patents 
in South-East Asian countries may take a long time and require 
substantial resources to prosecute the patent applications through 
to grant. This may sometimes deter EU SMEs from seeking patent 
protection for their inventions. As such, where applicable, EU 
SMEs should avail themselves of the ASEAN Patent Examination 
Cooperation (ASPEC) Programme as well as any other Patent 
Prosecution Highway Programmes between the national patent 
offices. Such programmes allow the sharing of search and 
examination results between the participating patent offices, 
thereby allowing applicants in participating countries to obtain 
corresponding patents faster and more efficiently. Additionally, it 
should also be noted that there is currently a patent cooperation 
agreement between Singapore and Cambodia which allows patent 
owners or applicants in Singapore to re-register their Singapore 
patents at the Ministry of Industry & Handicraft (MIH) of Cambodia, 
or submit a Search and Examination Report issued by IPOS to MIH 
for the grant of a Cambodia-related patent application, provided 
that certain conditions are met. 

EU SMEs may also consider applying for both simple patent and 
standard patent simultaneously for the same invention. At this 
stage of the economy where companies have to constantly innovate 
to stay ahead of the competition, more and more innovative 
manufacturing technologies (e.g. those that focus on manufacturing 
efficiencies or improving product designs) will emerge at a faster 
speed and maintaining consistently high performances is very 
challenging for businesses. In such a case, simple patents (or utility 
solutions as called in other countries) may prove useful to the EU 
SMEs given the less demanding requirements and the relatively 
shorter timeframe from filing to grant especially in relation to the 
requirement of inventive step. Once the standard patent has been 
granted, EU SMEs may then abandon the simple patent (or utility 
solution). This strategy allows EU SMEs to take advantage of the 
faster approval of the simple patent, which provides EU SMEs with 
a first level of protection until the standard patent is granted. 

ii) Patent infringement

Patent owners feel at constant risk of having their inventions 
copied or otherwise infringed by their competitors. For example, 
infringement may occur through the reverse engineering of specific 
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technical equipment, or the sharing of certain production details 
or specifications to potential counterfeiters by local partners and/
or contractors who are hired to manufacture the products. This 
is especially so if EU SMEs outsource their manufacturing arm to 
local partners due to costs considerations in relation to South-East 
Asia markets. As such, where resources permit, EU SMEs should 
consider making minor amendments to their inventions regularly in 
order to stay ahead of the counterfeiters. In addition, EU SMEs are 
strongly advised to complement patent protection with appropriate 
contractual arrangements to ensure that their contractors and 
suppliers protect the confidentiality of specifications and production 
details. Further, EU SMEs may also consider protecting their 
innovative manufacturing solutions by keeping the same as trade 
secrets (discussed below) rather than by publicly disclosing the 
same by filling for a patent.

For more information about Patents in South-East Asia, please refer 
to our Guide on Protecting Your Patents in South-East Asia at http://
www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/
EN_patent.pdf.

4. Considerations concerning Trade Secrets

While patent registration offers EU SMEs legal protection in South-
East Asian countries, it also increases the risk of copying by their 
competitors. As such, EU SMEs may consider protecting their 
innovations by avoiding disclosure to third parties, thus maintaining 
their “trade secrets”. A famous example of trade secrets is the Coca 
Cola formula, which has been kept secret in a purpose-built vault 
within the World of Coca-Cola, the company’s museum in Atlanta 
since the early 20th century.11

i) Trade secret protection through physical security measures

When dealing with local partners or contractors who are hired 
to manufacture goods or be part of the manufacturing process, 
EU SMEs should take care to ensure that their important know-
how and confidential information are kept secret. EU SMEs should 

11　 Does formula mystery help keep Coke afloat http://edition.cnn.com/2014/02/18/
business/coca-cola-secret-formula/index.html.

minimise and, when possible, not allow local partners, contractors 
or any other third parties to access sensitive portions of their 
manufacturing facilities without adequate supervision or non-
disclosure agreements being put in place. If resources permit, 
screening of visitors may also be implemented on-site. Computer 
systems at the manufacturing plants should also be equipped with 
robust security systems such as password protection, restricted 
access features, and data theft monitoring. These measures may 
prove useful in preventing the loss of sensitive trade secrets. In the 
event that theft of trade secrets occurs despite such measures, they 
may serve as evidence in subsequent trials for misappropriation of 
trade secrets.

As far as possible, EU SMEs should limit physical access to the 
inventions. Important documents describing the inventions should 
be kept in a safe place, with adequate security measures being 
put in place, and with few trusted employees being given access to 
such documents. For example, the documents containing the trade 
secrets may be kept in a safe which is to be locked at all times (either 
physical lock or digital lock), with few people being given the keys 
to the lock. In addition, closed-circuit television (CCTV) cameras may 
also be installed in the room in which the safe is kept, to monitor 
unauthorised access to the safe. The area where the manufacturing 
plant is located may also be fenced off, complimented by key card 
access and security patrols.

Those employees that are given access to the inventions in view 
of their specific position in the company, should in turn be bound 
by obligations of confidentiality with adequate penalties in case 
of breach to serve as deterrence against disclosure. For greater 
protection, the identity of the employees being given access to 
the inventions may also be kept anonymous. Frequent training on 
the protection of trade secrets or confidential information should 
also be conducted for the employees who are given access to the 
inventions.

ii) Trade secret protection through contractual arrangements 

EU SMEs should also protect their trade secrets via contractual 
means. Specifically, EU SMEs should have employees, consultants, 
vendors, suppliers and other individuals related to the company 
sign Non-Disclosure Agreements or add confidentiality clauses 
to their contracts with these parties. Well-drafted confidentiality 
clauses which comprehensively define “confidential information” 
and clearly provide for the confidentiality obligations as well as the 
consequences of breaches of such confidentiality obligations may 
help EU SMEs create an additional layer of legal protection to their 
trade secrets.

Although the protection of trade secrets is of a less formal 
nature as compared to that of trade marks or patents, it is still 
an important and valuable IP protection measure that EU SMEs 
should carefully consider before entering the South-East Asian 
markets. Relevant clauses in Employment Contracts as well as Non-
Disclosure Agreements signed with partners would be the most 
effective ways to maintain secrecy of such information.

For more information about Trade Secrets in South-East Asia, please 
refer to our Guide on a Protecting Your Trade Secrets in South-East 
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Asia available here. 

5. Considerations concerning Trade Marks

i) Trade mark protection

Trade marks serve as a way for a company to differentiate its goods 
and services from those of another company. They serve as a badge 
of origin which informs consumers that a certain product offered or 
service rendered originates from a particular trade source as opposed 
to a competitor’s source. In light of the paramount function of the 
trade mark, the first and foremost consideration for EU SMEs wishing 
to enter the region should be to ensure that their trade marks are 
registered in the respective local markets. 

The trade mark regimes in the South-East Asia region generally adopt 
the “first-to-file” system, which grants exclusive trade mark rights in 
a particular country to the party that first applies to register the mark 
in that country once the trade mark is registered. As such, before EU 
SMEs move their manufacturing into the South-East Asian countries, 
it is advisable that they apply to register their trade marks in the 
respective countries before commencing business activities in those 
countries. This helps to ensure that their products, once the same 
have been manufactured locally, may carry their trade marks as they 
are circulated in the local markets, thus increasing brand recognition 
and reducing counterfeiting. This also helps to avoid the problem of 
“trade mark squatting” where third parties register the trade marks 
first in bad faith, in order to profit from such registrations.

When dealing with local partners, contractors or vendors, care should 
be taken to ensure that said partners, contractors and vendors do not 
have the right to register EU SMEs’ trade marks in the local market. 
This may be provided for in the contracts entered into by EU SMEs 
and their local partners. This helps to avoid the instances of bad faith 
registrations of EU SMEs’ trade marks in order to profit from the 
same. 

It shall be noted that unlike the EU which has a regional trade mark 
system that allows a single registration to be protected in the whole 
of EU, there is no centralised or common system for trade mark 
registration at a regional level in South-East Asia. Accordingly, trade 
mark applications shall be made in each of the countries where EU 

SMEs are operating or intend to do business.

In some countries, such as Singapore, trade marks may be prone to 
cancellation proceedings commenced by third parties due to non-
use after a certain period of time. As such, EU SMEs should start to 
actively use their trade marks in such countries, to avoid competitors 
filing non-use cancellation or revocation of the trade marks. 
Conversely, this also presents EU SMEs the opportunity to file for 
non-use cancellation or revocation of the trade marks registered in 
bad faith.

ii) Trade mark infringement & counterfeiting in the manufacturing 
industry

Counterfeiting remains a prevalent issue in many South-East Asian 
countries. In particular, counterfeiting presents a significant challenge 
for clothing and textiles, automotive parts, electronic goods and 
pharmaceuticals. Not only does the circulation of counterfeit products 
result in economic loss for EU SMEs, the usage of counterfeit products 
which are of an inferior quality may also endanger the reputation 
and goodwill that EU SMEs have built up in the region. For example, 
counterfeit consumer goods ranging from clothes and handbags 
to cosmetics are rampant on the streets of Vietnam, Malaysia and 
Thailand. 

As such, EU SMEs whose manufactured products are being copied 
should consider commencing administrative, criminal or civil 
proceedings in the respective local jurisdictions to enforce their IP 
rights as soon as they become aware of the issue. Collaborating with 
the local enforcement authorities and commencing the appropriate 
proceedings that are available under the laws of the local jurisdictions 
may enable EU SMEs to put a stop to counterfeits, either through 
seizure and disposal of the counterfeit goods, or through injunction 
orders mandating the offenders to cease selling and producing the 
counterfeits. 

In addition, EU SMEs should take practical measures such as 
employing the appropriate technology to fight counterfeits, and/
or consulting with their local partners to find out about the local 
conditions as well as to identify potential risks and how to encounter 
them. It is also important to be active in educating the consumers 
of the distinctive qualities of products as well as the dangers of 

http://www.southeastasia-iprhelpdesk.eu/sites/default/files/page_pdf/EN_Trade_Secrets_201704.pdf
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counterfeit products through conducting campaigns, both online and 
off-line, to raise public awareness.

For more information about Trade marks in South-East Asia, please 
refer to our Guide on Protecting Your Trade marks in South-East 
Asia at http://www.southeastasia-iprhelpdesk.eu/sites/default/files/
publications/EN_TM.pdf.

6. Considerations concerning Copyright

Copyright seeks to protect original literary and artistic works. In 
particular, it entitles owners of such literary and artistic works to a 
set of exclusive rights over their works, including for example copying, 
adapting and altering, communicating and performing to the public, 
and distributing the copyrighted works. Generally, 3 conditions must 
be met before a work can be protected by copyright, namely, (1) the 
work must be recorded in a tangible medium of expression, (2) it must 
be original, and (3) it must involve some creative effort on the part of 
its creator.

Copyright is relevant to the manufacturing industry as many of the 
materials produced and used in the manufacturing processes are 
eligible for copyright protection, including for example user manuals 
and handbooks for employees handling manufacturing equipment, 
photographs, designs, blueprints and databases. In this regard, it 
should be noted that copyright is an automatic right that arises the 
moment the work is created. Nevertheless, the proof of ownership 
that EU SMEs obtain from registering their copyright may prove useful 
in the event of a copyright dispute. EU SMEs should therefore consider 
recording their copyright in South-East Asian countries where such a 
registration procedure is provided for by the local laws (in all South-
East Asian countries except for Brunei, Singapore, and Myanmar).

For more information about Copyright in South-East Asia, please refer 
to our Guide to Copyright
Protection in South-East Asia at http://www.southeastasia-iprhelpdesk.
eu/sites/default/files/publications/Copyright_english.pdf 

7. Additional considerations for the manufacturing 
industry in South-East Asia

Over the past decade, many Original Equipment Manufacturers (OEMs) 
have established plants in important markets such as China, India 
and Brazil. In the coming years, it is anticipated that such OEMs might 
shift their focus to the emerging markets in South-East Asia instead.12

The term “Original Equipment Manufacturer” or “OEM” is generally 
understood to designate a company that makes a part of a product, or 
a subsystem, to be used in another company’s end product. This term 
also designates the agreement whereby one company commissions 
another to manufacture products according to certain specifications 
and to affix a trade mark on such products, the products being 
delivered to the commissioning company who then sells them in the 
market under its own name.13 
OEMs, including EU SMEs who wish to shift their manufacturing 
12 ASEAN Automotive: A Hugh Potential https://www.ipsos.com/en/asean-automotive-
huge-potential.
13 IPR Protection in China for the OEM Industry http://www.youripinsider.eu/guide-ipr-
protection-china-oem-industry/.

to South-East Asia should be aware of the potential IP issues that 
they may encounter, including for example trade mark and design 
infringements. It is advisable to register their trade marks and designs 
early in the markets of interest even before entering said markets. 
Once the trade marks and designs have been granted, EU SMEs 
may then enter into the appropriate arrangements with the local 
OEM factories to commence production. The arrangements between 
EU SMEs and their local OEM factories should also be recorded in 
appropriate written contracts to ensure that the obligations of each 
party, and the consequences of breaches of such obligations, are 
clearly spelt out.
 
In addition, EU SMEs should be aware of all the possible contingencies 
that may occur and make preparations for such contingencies in 
their contracts with the local OEM factories. Some examples of such 
contingencies could be the overproduction of goods or the production 
of defective products. To prevent the subsequent black-market sale 
of overproduced or defective goods, it would be wise for EU SMEs to 
provide for how such products may be disposed of or destroyed.
 
Lastly, as a matter of good commercial practice, EU SMEs are advised 
to clearly stipulate the method of dispute resolution that is preferred 
by the parties in their contracts with local manufacturers. International 
arbitration is increasingly popular as an alternative mode of dispute 
resolution nowadays due to the confidentiality of such proceedings. 
Additionally, international arbitration is preferred by many 
international corporations due to the enforceability of such awards 
as a result of the Convention on the Recognition and Enforcement of 
Foreign Arbitral Award (or the New York Convention). 

http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_TM.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_TM.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/Copyright_english.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/Copyright_english.pdf
https://www.ipsos.com/en/asean-automotive-huge-potential
https://www.ipsos.com/en/asean-automotive-huge-potential
http://www.youripinsider.eu/guide-ipr-protection-china-oem-industry/
http://www.youripinsider.eu/guide-ipr-protection-china-oem-industry/
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8. SME Case Study

Background
ABC is a soft drinks manufacturer that has established a firm presence for itself in the EU. Recently, the Board of Directors of ABC decided 
to expand into the South-East Asian region, after a thorough study of the potential of this market. 
Given the lower labour costs in Vietnam and attractive incentives offered to foreign investors by the Vietnamese Government, ABC chose 
Vietnam as its case study for its expansion into the South-East Asian region. ABC also decided to establish a manufacturing plant in Vietnam 
to manufacture the drinks before taking the same to the supermarket chains within the country for domestic sale. The recipes for the drinks 
were given to a small number of local plant managers who oversaw the day-to-day operation of the plant. However, in a hurry to commence 
operation of the plant, no proper contracts were signed between ACB and the local staff at the point the plant was established.
One year later, as ABC drinks started to gain recognition the market after substantive advertising campaigns, reports started to surface that 
there were drinks produced by a certain local company that had similar flavours to ABC drinks, but with some enhancement in flavours to 
take into account the Vietnamese consumers’ taste. In addition, the local drinks were advertised using a trade mark that is similar to ABC’s 
trade mark. 

Actions taken
After investigation, ABC Board of Directors found out that the local company was established by 2 of the former plant managers who 
resigned 6 months after the manufacturing plant went into operation. ABC suspected that the former managers misappropriated ABC’s 
recipes for the drinks and improved on the same to suit the local taste.

Outcome
Given that there were no proper contracts between ABC and the former managers, ABC was left with limited legal recourse for the situation.
In addition, as the local company has started the process of registering its trade mark for the drinks, this mark may pose a challenge (as a 
prior trade mark) to ABC’s own trade mark (which remained unregistered) should ABC wish to register its trade mark subsequently.  

Lessons Learned
• EU SMEs should have proper contracts in place when hiring local employees, and especially when such employees are given access to the 
company’s confidential information. In such a case, proper confidentiality obligations should be provided for in the relevant Employment 
Contracts or a separate Non-Disclosure Agreement, to ensure adequate protection for the confidential information.
• EU SMEs should apply for protection of their trade marks early, before others register the same or similar trade marks in bad faith.

Case study 1:  Trade Secrets leakage in Vietnam
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Background
HPC is an automotive Original Equipment Manufacturer (OEM) for certain automotive producers in Europe. HPC had a manufacturing plant 
in China but recently decided to move its manufacturing to Indonesia due to lower labour costs and improving infrastructure in Indonesia.
In Indonesia, HPC entered into a joint venture with a local company. Collaboration was underway, and production of the OEM products 
seemed promising, until one day HPC was informed by one of the automotive producers that there appeared to be unauthorised automotive 
parts sold in the black market.

Actions taken
Upon investigation, HPC learned that its local joint venture partner has been selling overproduced and defective automotive parts to the 
black market, rather than destroying the same as stipulated in the joint venture agreement between the 2 parties.

Outcome
Given that production of automotive parts was underway and there were important orders to fulfil, HPC could not commence legal action 
against its local joint venture partner for breach of contract immediately. Rather, it had to look for another joint venture partner to replace 
the current partner, before it could commence legal action against the latter.
In the meantime, to fulfill its obligations with the automotive producers, HPC had to search for the unauthorised automotive parts in the 
black market and purchased the same, in order to reduce the circulation of unauthorised parts in the black market. This resulted in hefty 
fees incurred on the part of HPC.

Lessons Learned
• Even if proper contracts were put in place, EU SMEs should conduct regular spot checks on the ground to ensure that the contractual 
terms are observed by its local partner(s).

Case study 2: OEM Agreement in Indonesia

9.  Take-Away Messages

• EU SMEs should take proactive steps to protect their 
intellectual property when moving their manufacturing 
operations to South-East Asia. For a start, EU SMEs should 
register their trade marks in the first instance when doing 
business in South-East Asia to prevent the production of 
counterfeit goods by copycat manufacturers. 

• Just as important is the registration of patents in South-
East Asia. Even though EU SMEs may conduct their 
research and development back in their home country, 
it is nevertheless important to protect their inventions in 
the countries in which they intend to make use of their 
inventions or produce the invented products.

• Even though industrial designs may still be a growing 
intellectual property right in some South-East Asia nations, 
it is likely to become increasingly important with the 
erosion of competitive advantages. EU SMEs intending to 

carry out their branding strategy in South-East Asia may 
consider registering their industrial designs to protect the 
unique aesthetic appeal of their products. 

• EU SMEs with a large inventory of intellectual property 
or a large research and development department should 
undertake an intellectual property audit before investing in 
South-East Asia. An intellectual property audit would allow 
SMEs to better assess and thus protect its intellectual 
property rights when it eventually decides to enter into the 
South-East Asian market. 

• Before entering into contractual agreements with local 
manufacturers in South-East Asia, EU SMEs should 
carefully consider the contingency plans that need to be 
put in place and provide for these plans in their contracts 
with these manufacturers. It may also be smart to conduct 
random spot-checks throughout the lifetime of the 
contracts to ensure that the terms of the contracts are 
being observed. 
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11. Related links and additional information 

• Visit our Guide on Top 20 IP consideration when entering a new 
market in South-East Asia - http://www.southeastasia-iprhelpdesk.eu/
sites/default/files/publications/Top20-English.pdf 

• Visit our Guide on Protecting Your Industrial Designs in South-East 
Asia - http://www.southeastasia-iprhelpdesk.eu/en/content/helpdesk-
guides (available shortly)

• Visit our Guide on Patent Protection in South-East Asia - http://www.
southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_
patent.pdf

• Visit our Guide on Protecting Your Copyright in South-East Asia 
- http://www.southeastasia-iprhelpdesk.eu/sites/default/files/
publications/Copyright_english.pdf 

• Visit our Guide on Protecting Your Trade marks in South-East 
Asia - http://www.southeastasia-iprhelpdesk.eu/sites/default/files/
publications/EN_TM.pdf  

• Visit the Country Factsheets of each South-East Asia countries – 
http://www.southeastasia-iprhelpdesk.eu/en/country-factsheets 

• Visit other publications at South-East Asia IPR SME Helpdesk 
website – www.ipr-hub.eu 

• Visit the Helpdesk blog http://www.yourIPinsider.eu related articles 
on IP in South-East Asia and China

10. Glossary of Terms

• ASEAN – The Association of South-East Asian Nations is a regional 
organisation comprising ten Southeast Asian states which promotes 
intergovernmental cooperation and facilitates economic integration 
amongst its members. Since its formation on 8 August 1967 by 
Indonesia, Malaysia, the Philippines, Singapore, and Thailand, 
the organisation's membership has expanded to include Brunei, 
Cambodia, Laos, Myanmar, and Vietnam. Its principal aims include 
accelerating economic growth, social progress, and sociocultural 
evolution among its members, alongside the protection of regional 
stability and the provision of a mechanism for member countries to 
resolve differences peacefully.

• Convention on the Recognition and Enforcement of Foreign 
Arbitral Award (or the New York Convention) – The New York 
Convention provides for the recognition and enforcement of foreign 
arbitral awards in member nations, of which there are currently 
157. Under the terms of the New York Convention, the courts of 
member nations must recognise foreign arbitral awards as binding 
and enforce them, unless the party against whom the award is being 
invoked can prove that there is reason to refuse enforcement under 
Article 5 of the New York Convention. (Article 5 of the New York 
Convention in turn provides for exceptions to the rule of recognition 
and enforcement.)

• Industrial Design – External appearance/compositions of lines 
or colours or any three-dimensional forms which give a special 
appearance to a product. 

• Original Equipment Manufacturer or OEM – A company that makes 
a part of a product, or a subsystem, to be used in another company’s 
end product; or the agreement whereby one company commissions 
another to manufacture products according to certain specifications 
and to affix a trade mark on such products, the products being 
delivered to the commissioning company who then sells them in the 
market under its own name. 

• Patent – An exclusive right granted for a product or a process that 
provides a new way of doing something or offers a new technical 
solution to a problem.

• Trade mark – A trade mark or service mark is a distinctive sign 
which identifies certain products or services as those produced or 
provided by a specific source/origin allowing the public to distinguish 
them from goods or services of others.

• Trade secret – Any confidential business information which provides 
an enterprise a competitive edge may be considered a trade secret.

• Utility Models (Simple Patents) – The conditions for the 
registration of utility models are usually less stringent, the procedure 
for registration is faster and acquisition and maintenance fees are 
generally lower than those applicable to standard patents. 

http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/Top20-English.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/Top20-English.pdf
http://www.southeastasia-iprhelpdesk.eu/en/content/helpdesk-guides
http://www.southeastasia-iprhelpdesk.eu/en/content/helpdesk-guides
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_patent.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_patent.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_patent.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/Copyright_english.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/Copyright_english.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_TM.pdf
http://www.southeastasia-iprhelpdesk.eu/sites/default/files/publications/EN_TM.pdf
http://www.southeastasia-iprhelpdesk.eu/en/country-factsheets 
http://www.ipr-hub.eu
http://www.yourIPinsider.eu
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