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The standards in the Common Guidelines serve as a 
reference to guide and focus the practices of the ASEAN 
IP Offices, with a view to achieving common criteria and 
standards in the short term. At the time these Common 
Guidelines were adopted by the ASEAN IP authorities, a 
few of its principles and standards were not applicable in 
some of the ASEAN IP Offices, or differed from the 
practices followed in those Offices. 

Some of the principles and standards contained in the 
Common Guidelines might not be applicable in a country if 
that country’s trademark law pre-empted them from 
operating, for instance, if a particular trademark law 
disallowed the registration of certain types of signs as 
marks. Where such incompatibility arose, the Office 
concerned would not apply the relevant principle or 
standard in the Common Guidelines until such time it 
became compatible with the relevant national law. 

These Common Guidelines do not determine the outcome 
of the substantive examination of trademark applications. 
The ASEAN IP Offices retain any powers and 
responsibilities that are conferred upon them under the 
applicable national law. The Common Guidelines are not 
intended to be used as legal basis by any party in 
challenging the operative part of any decision of the 
national IP Offices or judicial bodies or authorities. 
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Background
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Activities Leading up to the Common Guidelines 
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perceptible

visually perceptible

represented graphically
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1.1 Visually Perceptible Signs 

visually

in fine
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1.1.1.1 Words, Letters, Digits, Numerals, Ideograms, 
Slogans
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GML 

1886 

Nº 5 
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signature
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1.1.1.2 Figurative Signs6
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1.1.1.3 Mixed Signs7
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per se’
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adjoined

embodied
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1.1.3.1   Shapes of Devices Adjoined to the Product  

1.1.3.2   Shapes Embodied in the Product or in a Part Thereof 
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1.1.3.3   Shapes of Containers, Wrapping, Packaging, etc.   
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per se 

limitation

distinctive

single colour
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1.2 Non-visually Perceptible Signs – Graphic 
Representation

represented graphically

clear precise self-contained easily accessible intelligible
durable objective
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two-dimensional format

not
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sound file
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mutatis mutandis
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capable of
distinguishing

2.1 Signs Not Understood or Not Perceived as 
Trademarks 

35PART 1. ABSOLUTE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS 

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



prima facie
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prima facie

transliteration

2.1.3.1 Single Colour 

single colour per se
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per se

per se
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per se

parts

very unusual striking

acquired
distinctiveness
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functional

2.1.3.2 Abstract Combinations of Colours 

two or more

a priori
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particular shape, style or colour or 
combination of colours inherently distinctive
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standard characters

prima facie
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in itself

two-dimensional reproduction
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represent
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industrial designs
copyright applied art

visual aspect appearance

cannot be overcome

usual common nature

functional technical
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2.1.5.1 Shape is Usual, Common or Derives from the 
Nature of the Product 
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packaging and containers
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wrapping shape
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2.1.5.2  Shape with a Functional Nature or a Technical Effect  
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added intrinsic value
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a priori
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not
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2.2 Generic, Customary and Necessary Signs42

generically
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become

scientific technical
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2.2.1.1 Plant Variety Denominations 

plant 
varieties

denomination’

products of that variety
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2.2.1.2 International Non-proprietary Names – INN 
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2.3 Descriptive Signs 

descriptive
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allusive
indirect
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per se
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acquired
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word

figurative
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2.3.6.1 General Considerations 
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plausible
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2.3.6.2 Fanciful, Arbitrary or Suggestive Geographical 
Signs

suggestive
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fanciful

2.3.6.3 Likely Future Geographical Association  

ex officio

87PART 1. ABSOLUTE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS 

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



2.3.6.4 Figurative Geographical Signs 

prima 
facie
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mixed
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descriptive
deceptive

2.3.6.5 Geographical Signs that Indicate True Geographical 
Origin or Link 
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map outline

deceptive

figurative
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laudatory
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stylized

evocative
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2.4 Names and Likenesses of Persons 
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Jim Thompson 

portrait likeness
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relative

trade name
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institutions

fanciful fictitious 
character

ad hoc
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2.5  Distinctiveness Resulting from a Combination of 
Elements  

as a whole

GILLETTE 
RAPILATHER’

GUNILLA – Softer
Bed Gear 

‘ARIEL Extra’

‘KELLOG’S Giant Servings’
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‘EXPERT IN BONE NUTRITION’ ‘ANLENE
EXPERT IN BONE 
NUTRITION’
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itself sufficiently distinctive

PRIME
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o
o
o
o

o
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‘BIOMEDICAL’

‘FRESHLY FRUIT’

2.6 Acquired Distinctiveness 

a priori
acquired distinctiveness
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through use

secondary meaning

distinctiveness acquired through use
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akes and bread. 
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significant proportion

evidence
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as a whole
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3.1 General Considerations on Deceptive Signs  

reasonable risk likelihood
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legitimate expectation
prima facie

first assumption

second assumption
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3.2 Geographically Deceptive Signs 

a priori
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merely evocative

figurative mixed

expressly
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3.3 Signs with a Deceptive Reference to Official 
Endorsement 
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ex officio
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4.1 Signs under Article 6ter of the Paris Convention 

ter

ter
ter

ex officio 
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official signs of control or warranty

ter
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[Organisation for the Prohibition of Chemical Weapons] 

[Association of South-East Asian Nations] 
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not

4.2 Other Signs and Emblems Excluded as Marks93

ter
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[Olympic symbol]  

[Red Crescent]          [Red Cross] 
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4.3 Signs Excluded by Statutory Provision 
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5.1 General Considerations 

Public policy’ public order’

Morality’
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5.2 Particular Issues  

highly respected restricted use
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the commercial use
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6.1 General Considerations 

bis

collective mark

members

bis
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certification mark

6.2 Particular Conditions for Substantive Examination 

misleading
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collective

exception

geographical descriptiveness

certification
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collective
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certification

Disclaimer:  
“This publication has been produced with the assistance of the European Union. 

The EU is not responsible for the contents of this communication which lays 
exclusively on its Author and can in no way be taken to reflect the views of the 

European Union.” 
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2PART

RELATIVE GROUNDS FOR THE REFUSAL
OF REGISTRATION OF TRADEMARKS
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148

151

151

153

153

154
154
156
156
157
158
159
161
161
162
164
164
164
168
170
172
172
173
174
177
178

   178
179
180
180

181
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Distinctiveness
Reputation

Unfair Advantage

181

182
183

184
184
185
185
185
187
187

189
190
190
190
191

193

193

195

196

200

201
201
202
204
205

207

209

211
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211

212

213

214

214

214
215
215

217

219

221

147PART 2. RELATIVE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



148 PART 2. RELATIVE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



149PART 2. RELATIVE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



150 PART 2. RELATIVE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



the use in trade

ex officio
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unfairly
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identity
double identity
similarity

2.1 Double Identity  

ex officio
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2.2 Likelihood of Confusion 
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economically linked’

o goods services
o signs
o relevant public
o other
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2.2.2.1 Identity of Signs  

identical

insignificant

not perceptible
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in all aspects differences that 
are insignificant

2.2.2.2 Similarity of Signs  

prima facie

foreign
language foreign characters
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visual phonetic conceptual
overall impression

looks

overall impression
perception
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Word Signs 

two purely word marks

pure word mark and a mixed word 
sign
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two mixed signs

mixed sign in conflict with a purely figurative sign
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Figurative Signs and Colour Signs 

two purely figurative signs

combination of colours

Three-dimensional Signs 

three-dimensional

first impression

three-dimensional mark opposed to a two-
dimensional figurative
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contain word elements
pronounced

phonetically

transliteration

syllables
pronounced
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GINGER BLUES
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Signs with Semantic Content 

meaning

word

figurative

Factors Relevant for Conceptual Comparison 

two word marks
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compound word mark comprising two or more words

names of persons
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numbers letters

figurative elements meaning or concept represented
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word mark
figurative element

meaning or concept represented

     RED 
SAMURAI 
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mixed marks

figurative elements 

meaning  concept represented

2.2.2.3 Distinctive and Weak Elements of Signs 
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generic

descriptive

169PART 2. RELATIVE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



laudatory

2.2.2.4 Relevance of Enhanced Distinctiveness of a Sign  

no
distinctiveness

allusive

low

weak’

fanciful arbitrary’ inherently

170 PART 2. RELATIVE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



acquire 
distinctiveness

presumed

well-
known enhanced
distinctiveness’ reputation’

per se
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2.2.3.1 Definition of the Relevant Goods and Services 

principle of 
‘speciality’
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namely’ exclusively’

namely

exclusively

disclaimer

2.2.3.2 Classification of Goods and Services 
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2.2.3.3 Identity of Goods and Services   
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o same

o
fully includes

o fall entirely within

o partly overlap

fully includes
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fall entirely 
within

identity

partly overlap

simultaneously
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both

ex officio

2.2.3.4 Similarity of Goods and Services  

Factors similarity of goods 
and services

177PART 2. RELATIVE GROUNDS FOR THE REFUSAL OF REGISTRATION OF TRADEMARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



purpose’
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method of use’

o
o
o
o
o
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o
o
o
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o
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o

o

o
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2.2.4.1 Relevant Sector of Consumers 

average
actual potential

significant

general
professional specialised

both
general public

both

general public as well as professional or 
specialised consumers
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general public 
 professional or specialised consumers

2.2.4.2 Relevance of Consumers in Determining Likelihood 
of Confusion 
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2.2.4.3 Degree of Attention of Consumers 
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average consumer

level
involvement
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o
o
o

2.2.5.1 Families and Series of Marks12

family’ 

series’

(this only relates to families of marks)
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as a whole

distinctive

prefix suffix
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2.2.5.2 Prior Coexistence of the Marks in Conflict in the 
Same Country  

inter partes

unregistered
honest 

concurrent use’
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2.2.5.3 Prior Decisions Involving the Same or Similar Marks  

not

2.2.6.1 Need for a Global Assessment  
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o
o
o
o

2.2.6.2 The Principle of Interdependence of Factors  

linked interdependent
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o

o

o
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3.1 General Considerations 

registration

bis
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Article 16 
Rights Conferred

bis
mutatis mutandis

bis
mutatis mutandis
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3.2 Obligation to Refuse Registration of a Conflicting 
Mark

connection

damaged
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mark is well-known

indicate a connection

damage the interests

connection

 well-known
damaged

3.3 Determining Whether a Mark is Well-known 

ex officio
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Bad Faith 

bad faith
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Means of Evidence 

Consideration of Bad Faith
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o

o

o
o

o
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3.4 Determining the ‘Relevant Sector of the Public’ 

actual potential

relevant sector
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3.5 Damage to the Interests of the Owner of a Well-
known Mark 

prima facie

distinctiveness
blurring

reputation
tarnishing

unfair advantage
free-riding

parasitism
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Distinctiveness
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likelihood
serious risk

avalanche effect’
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Reputation

reputation
tarnished

tarnishing
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Unfair Advantage

unfair advantage

free-rides

transfers

commercial
parasitism

McDONALD'S CORPORATION et al. vs. L.C. BIG MAK BURGER, INC. 
et al.
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crossover
neighbouring markets

merchandising
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use of a mark in trade

right to prevent

in bad faith’

passing off’
honest concurrent use
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:  Edible oil (class 29) 

:  Edible oil (class 29) 
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6.1 Trade Names and Company Names 

trade name

company name
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6.2 Names of Unincorporated Entities 
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6.3 Domain Names 
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7.1 Industrial Designs 

7.2 Works Protected by Copyright 
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identify clearly

ex officio

consent

fanciful fictitious
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fictitious

distorted parodic
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ex
officio

inter alia
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Consideration of Bad Faith

Birkenstock Orthopaedie GMBH 
and Co. KG (formerly Birkenstock Orthopaedie GMBH vs. Philippine Shoe 
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Disclaimer: 
This publication has been produced with the assistance of the European Union. The EU 
is not responsible for the contents of this communication which lays exclusively on its 

Author and can in no way be taken to reflect the views of the European Union.”

Inter Partes
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as last 
amended by Office Order No. 15-305 (2015)

256

256

260

275

276

276

288

291

292

293

293

296

301
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326
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335
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(d)
bona fide 

(b) (c) (d)

(a)

(b)

(c)

(a)

(b)

(a)
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Additional Rules and Regulations: 
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Mark

Trademark

Collective trademark

Certification mark

Well-known mark

Trade name

Geographical indication 
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(b)
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(a)

(b)

etc
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(a)
Act 602

(b)

(f) (g)
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(b)
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bona fide 
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as last 
amended by Office Order No. 15-305 (2015) 

Definitions
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Registrability
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bona fide
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Criteria for determining whether a mark is well-known
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Trade Names or Business Names

Disclaimers
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[as amended by Office Order No. 39 (2002)]   

www.ipophil.gov.ph/services/Trademarks/laws-and-irrs
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(a)

(b)

(a)

(b)

a
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(a)

(b)

(a)

(b)
(c)
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(d)
bona fide

b c d

(a)
(b)

(c)

(a)
(b)
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(b)

(a)
(b)

(a)
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a

a
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ter

ter
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(a)
(b)

(a)

(b)

bona fide

ter 

(a)
ter
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(b)
(c) ter

(a)
ter

(b)
(c) ter

ter
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(a)
(b)

Signs of which a collective mark may consist

Indication of geographical origin 

c
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Mark not to be misleading as to character or significance 

Regulations governing use of collective mark

Approval of regulations by Registrar

(a)

(b)
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Signs of which a certification mark may consist

b

Indication of geographical origin

c

Nature of proprietor’s business

Mark not to be misleading as to character or significance 
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Regulations governing use of certification mark

Approval of regulations, etc.

(a)

(b)
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(a)

(b)
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(a)

(b)
bis

http://www.ipos.gov.sg
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mutatis mutandis
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Article 4. 

Mark 

Collective mark 

Certification mark 

Integrated mark 

Well-known mark 

Trade name 

Geographical indication 
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Article 6. 

Article 8. 

Article 72. 
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Article 73. 

Article 74. 
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Article 75. 
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Article 76. 

Article 77. 

Article 78. 

Article 79. 
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Article 80. 

Article 81. 
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Article 87. 

Article 90. 

Article 105. 

333ANNEX I: EXCERPTS OF LEGAL PROVISIONS OF THE ASEAN COUNTRIES RELEVANT 
TO THE SUBSTANTIVE EXAMINATION OF MARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



334
ANNEX I: EXCERPTS OF LEGAL PROVISIONS OF THE ASEAN COUNTRIES RELEVANT 

TO THE SUBSTANTIVE EXAMINATION OF MARKS

COMMON GUIDELINES FOR THE SUBSTANTIVE EXAMINATION OF TRADEMARKS



Article 163. 
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http://www.bruipo.com.bn 

http://www.brunei-
patents.com.bn/index.php/information/lagislation/trademarks

www.cambodiadip.gov.kh 

www.moc.gov.kh 

http://www.cambodiaip.gov.kh/TemplateTwo.aspx?parentId=43&menuId
=43&childMasterMenuId=43

http://www.dgip.go.id/merek 

http://www.most.gov.la.wipo.net/law/index.html 

http://www.myipo.gov.my/web/guest/cap-umum  

http://www.myipo.gov.my/web/guest/cap-akta  

http://www.myipo.gov.my/cap-panduan  
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http://www.most.gov.mm/index.php?option=com_frontpage&Itemid=1 

http://www.ipophil.gov.ph/images/IPResources/IPCodePartIII.pdf 

http://www.ipophil.gov.ph/index.php/trademark/laws-and-irrs 

http://www.ipophil.gov.ph/index.php/trademark 

http://www.ipos.gov.sg/AboutIP/IPLegislation.aspx

http://www.ipthailand.go.th/en/index.php?option=com_content&view=arti
cle&id=53&Itemid=169 

http://www.ipthailand.go.th/en/index.php?option=com_docman&task=cat
_view&gid=114&Itemid=169

http://www.noip.gov.vn/web/noip/home/en 

http://www.noip.gov.vn/web/noip/home/en?proxyUrl=/noip/cms_en.nsf/(a
gntDisplayContent)?OpenAgent&UNID=A3257F48CA99547A47257731
00292BFB
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gntDisplayContent)?OpenAgent&UNID=3B7C678BFD43BB3C47257672
00218627

http://www.noip.gov.vn/web/noip/home/en?proxyUrl=/noip/cms_en.nsf/(a
gntDisplayContent)?OpenAgent&UNID=D2945788E58A233F472576720
0221575
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IIIANNEX

CONTACT DETAILS OF IP OFFICES OF
ASEAN MEMBER STATES
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http://www.bruipo.gov.bn

http://www.cambodiaip.gov.kh

http://www.dgip.go.id/ http://laman.dgip.go.id/
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ANNEX III: CONTACT DETAILS OF IP OFFICES OF ASEAN MEMBER STATES



http://www.most.gov.la/index.php?lang=en

http://www.myipo.gov.my/en/myipo/

http://www.moe-st.gov.mm
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ANNEX III: CONTACT DETAILS OF IP OFFICES OF ASEAN MEMBER STATES



http://www.ipophil.gov.ph/

https://www.ipos.gov.sg/

https://www.ipthailand.go.th/en/home-eng.html
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http://www.noip.gov.vn/web/noip/home/en

ANNEX III: CONTACT DETAILS OF IP OFFICES OF ASEAN MEMBER STATES
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